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Application Papers 
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I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 
Rejections Maintained 

1. Claims 25- 28, 33-40 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Wilkins (6038803) for reasons of record in the last Office Action of May 25, 2005. 

2. Claims 1,4-8, 16-18 and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wilkins for reasons of record made in the last Office Action. 

3. Claims 14-15 and 31-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wilkins for reasons of record made in the last Office Action. 

Response to Arguments 

4. Applicant's arguments filed August 8, 2005 have been fully considered but they 
are not persuasive. 

Applicant argues that Wilkins does not teach a soft mount exhibiting cling properties and 
which is pre-coated with adhesive on one side. This is not deemed to be convincing 
because, as clearly taught by Wilkins in col. 3, lines 59-60, the PVC static cling sheet D 
is secured to the picture Busing tacky adhesive. This shows the presence of adhesive 
on one side of the PVC static cling sheet or mount. Similarly, in col. 4, lines 28-36, 
Wilksins also teaches that the cling sheet E is electrostatically adhered to a protective 
backing F and optionally, a tacky adhesive is provided to adhere the sheet E to the 
original picture. This also shows that the cling PVC sheet is adhesively adhered to the 



Application/Control Number: 09/905,261 Page 3 

Art Unit: 1772 

picture with adhesive being provided on one side and the other side is electrostatically 
adhered to the backing F. 

Applicant's argument about claims 2 and 3 is noted, However, no response is deemed 
necessary by the examiner in view of said claims being cancelled by the applicant. 
Regarding the 35 USC 103(a) rejection, it is argues that applicant fails to comprehend 
the difference in the language between the Longtin patent and the present application. 
This is not deemed to be persuasive because each application are examined on its own 
merits. Applicant is informed that language may appear to be same in other patents but 
may have different understanding when interpreted in the context of the specific subject 
matter. 

Further, the amendment to the claims to recite "a mount or mounts" continues to be 
obvious over Wilkins in view of the obvious duplication of parts as mentioned in the last 
Office Action of May 25, 2005, paragraph-1 0. 

Contrary to applicant's allegation, the intended use phrases were not objected to but 
were not given any patentable weight because said phrases were directed to intended 
future use of the product as claimed. 

Applicant argues that the claimed size of the instant mounts are the deliberate result of 
experimentation to optimize the dimension of the mounts. However, applicant has failed 
to show any evidence that Wilkins mount would not function when its dimension is 
optimized. 
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Thus, in the absence of any evidence to the contrary, it remains the examiner's position 
that the claimed invention is anticipated or rendered obvious over the prior art of record 
discussed above. 

Indicated Allowability Withdrawn 

5. Indicated allowability of claim 9 is has been withdrawn in view of applicant's 
admission in the amendment filed on August 8, 2005. New grounds of rejection on the 
merits follows: 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 and 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Treglown (GB: 2333050) in view of Applicant's Admission. 

Treglown relates to a tab or mount having adhesive on one surface and the tab is 
formed of PVC or polyethylene. However, Treglown fails to teach that the PVC has 
static cling property. Applicant admits, in the amendment filed on august 8, 2005, 
particularly in claim 1 , that it is well known for PVC to have static cling property. 
Therefore, it would have been obvious to one having ordinary skill in the art to utilize 
Applicant's admission by providing the PVC mount in the invention of Treglown to have 
static cling property. 
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With regards to the mount be transparent, the mount of Treglown can be polyethylene 
which is well known to be transparent. 

Claim Rejections - 35 USC §112 

8. Claims 1, 4-914-18 and 25-35 are rejected under 35 U.S.C. 1 12, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

The phrase "by the well-known "cling" properties of such PVC which has been rendered 
soft by plasticizer additives" is found to be new matter as support for said could not be 
located in the specification, as originally filed. 

Specification 

9. The amendment filed July 26, 2005 is objected to under 35 U.S.C. 132(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: 

The amendment to paragraph-[0035] and the deletion of paragraphs [0042], [0043], 
[0047] are found to be new matter because it changes the scope of the application, as 
originally filed. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nasser Ahmad whose telephone number is 571-272- 
1487. The examiner can normally be reached on 7:30 AM to 5:00 PM, and on alternate 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Nasser Ahmad 
Primary Examiner 
Art Unit 1772 



N. Ahmad. 
October 29, 2005. 



